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ABSTRACT

Non-use cancellation is a legal proceeding for cancelling the
registration of trademark based on the claim that such trademark has
not been genuinely use in course of trade, within a proper period, by
the trademark owner who registers such trademark to commercially
utilize to the trade and benefit to the economic. In addition, the
cancellation can also claim that such trademark owner has no
intention to use the trademark in commerce. This kind of
cancellation, non-use scheme, can be a significant method for
cleaning up the cluttered Registry records, and help in revoking the
registration of unused trademarks from the system. This could, in
turn, provide the opportunities for later comer, who may genuinely
use an identical or similar trademark in commerce, but its application
has been rejected by the Registrar due to the obstacle of the prior
registration of such unused trademark. The later comer may file a
cancellation to eliminate such obstacle and finally obtain the
protection.

In Thailand, although the provision regarding non-use
cancellation proceeding has been provided under Section 63 of Thai
Trademark Act B.E. 2534 (1991). However, considering on the
precedent orders of Board of Trademark and Supreme court's
judgment, it appears that the non-use cancellation in Thailand has
been a difficult proceeding in practice. Due to the facts that a
petitioner, who files a cancellation request, must bear the burden of
proof showing the absolute non-use of the registered trademark that

* This article is summarized and arranged from the thesis “Non-use
Cancellation against Trademark Registration in Thailand” Master of laws in
Business law (English Program), Faculty of Law Thammasat University, 2015.
** Graduate student of Master of Laws Program in Business law (English
Program), Faculty of Law Thammasat University.



belongs to the other party. Moreover, the petitioner is also required to
prove the intention in mind of the registrant demonstrating lack of
bona fide intention to genuinely use the trademark in relation to the
registration. These burdens to produce the evidences in term of such
negative facts seem to be impossible for the petitioner. In addition,
Thailand does not allow partial cancellation, which is resulting that
the petitioner must prove the actuality of non-using of trademark on
every items as applied in the registration. Besides, the standard of
proof required by the Board of Trademark has been set very high.
These requirements have put more burden to the petitioner. Where
the non-use cancellation rarely succeeds, the unused trademark
registration would be as a barrier for the new investors to put invest
their business in the country where their trademarks could, perhaps,
be in risk of not being protected.

For the above reasons, the Author therefore has studied on
the problems in practice of non-use cancellation proceeding in
Thailand, by comparing with the provisions and proceedings of this
scheme that have been adopted in foreign countries e.g. the United
States of America, the United Kingdom, Japan and the People
Republic of China. According to the research, the Author found that
the burden of proof and requirement for standard of proof in such
jurisdictions have been stipulated differently from Thailand, which
enable the non-use cancellation in these particular countries are
efficiently implemented. It is to say that the successful non-use
cancellation scheme is also benefit to urge the registrant to be aware
of genuinely use its trademark in course of trade, which plays a vital
role in balancing between the rights given to the trademark owner
and public interest, as well as supporting the improvement of trade
and economic growth. As a result, adopting the advantages and
goodness of non-use cancellation proceedings from foreign countries
could enlighten Thailand to see the unresolved problem and
significant necessity to eliminate the obstacles that block the foreign
investor to come invest in Thailand and impede the economic growth.
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1. INTRODUCTION

Trademark is a kind of intellectual properties which is
categorized as an industrial property, ' which is created for the
purpose of indication of the origin of products or services which bear
under such particular trademark.? As being an identifier of one
person's goods or services, it is necessary that a trademark must be
put in genuinely used by the owner who may be manufacturer or
seller to represent as a symbol allowing public and consumers, who
are more replying on trademark, to distinguish its products or

L nsumindaumataan. 991 ndesmnemsiiine. 16. fiuiadafl 1 wa. 2556 (Department of
Intellectual Property, 99 Years of Thai Trademark (1° Edition, 2013))

Z’J’d AU, FnBﬁU1ﬂﬂ§]ﬂu1ﬂlﬂii’)\iﬂu1ﬂﬂﬁﬂ1 2. WﬂJWﬂiﬁ/ll NIUNNNHIUAT muﬂwuwumﬁu 2545.
(Wat Tingsamit. Explanation of Trademark Law. 2. (1* Edition Bangkok:
Nltltham 2002))

® Amada Michaels. A Practical Guide to Trademark Law. 88. (3 Edition.
London Sweet & Maxwell, 2002)



services from products or services belonging to others. The
consumer always repurchases the goods or services based on a
previous pleasurable experience or manufacturer's reputation for
quality.* On the other hand, the owner and manufacturer is also
benefit from trademark to facilitate the advertisement of products by
enabling the consumers to recognize the products and its brand name
easily in a short period of time and be encouraged to purchase such
products from seeing the trademark. > Therefore, a trademark
functions as a tool that both benefits to the trade and encourages
economic growth,

Trademark law has been developed to provide a legal
protection for traders' interests along with protecting the public and
consumers. The protection of trademark is provided by a negative
form of protection.® It is called "exclusive" rights, which given to the
owner in order to prevent others from using his intellectual property
without any authority.” Therefore, under such power, the trademark
owner tries to seek the legal protection by early applying for
registration in order to receive a tangible evidence to present its legal
certainty.

Occasionally, a trademark owner may early file an application
in order to be the first party who registers it, and secures the
protection, even if the owner might not have used such registered
trademark in commerce or have no intention of using it. This type of
registration is considered as defensive registration which places a
barrier preventing others from registering the same or similar
trademark. Therefore, such owner of the registered trademark only
holds the registration on paper, but they do not utilize the protection
received for their trademark in the course of trade.

* Supra note 2.
°1d.
® Marisa Cremona. Intellectual Property Law. 88. (4" Edition. Palgrave
Macmillan Law Masters, 2006)

Id.
8 Japan Patent Office. Outline of Japanese Trademark System.
http://www.jpo.go.jp/torikumi_e/hiroba_e/pdf/136th_inta/pamphlet.pdf
(accessed on December 10, 2015)



Thus, on this basis, Trademark law imposes a legal
proceeding that provides the opportunity for a third party, who
believes that they are affected by the unused trademark that have
been prior registered as an obstacle to the later application, to file a
petition to remove such existing registration.® However, as trademark
law is correspond to the 'principle of territoriality™°, each country has
its own territorial decision to provide a legal protection for a
trademark within its jurisdiction and impose the its own way to
regulate the trademark system to the domestic law. Therefore, the
non-use cancellation scheme may be implemented and required
differently in each country. Where the requirement for proving use
or non-use are not set too high, the non-use cancellation may be
efficiently successful. While on the other hand, in some countries
where the burden of proof lies on the petitioner and requires high
standard of proof, non-use cancellation could be a difficult
proceeding.

2. NON-USE CANCELLATION AGAINST TRADEMARK
REGISTRATION

The non-use cancellation scheme is enacted to remedy the
defect of registration system, "First-to-File system”, that grants the
protection as an exclusive right to use to the first come first serve
basis, regardless on the genuine use of trademark in course of trade.
The trademark that have a prior registration, but in facts, is not used
to serve the commercial purpose, may affect to the rights of later
trademark owner, who may genuinely use the same or similar
trademark in course of trade. The later application would be refused

% International Trademark Association (INTA). “Cancellation of a Registered
Trademark”. March 2016.
http://www.inta.org/TrademarkBasics/FactSheets/Pages/CancellationofaRegiste
redTrademarkFactSheet.aspx (accessed on December 5, 2015)

10 35y a3ezitumne. ‘dodunalsemaisadunguenioannonduasmsilossunizuvetud ludu

550" NImsngrInendnddumadyguaznismissniiedszma. 2545, (Vichai Ariyanuntaka.
"Some observations on the legal protection of Trademarks and Unfair

competition law." Intellectual Property and International Trade Law Journal.
2002.)



by the Trademark Office due to the obstacle of prior registration of
unused trademark. As a result, if the non-use cancellation scheme is
successful, it may facilitate clearing the unused trademark from the
Registry's records and being a true reflection of the commercial
reality.* Once the cancelling decision issued, it does not mean only
erasing of the trademark in registry records itself, but also means the
erasing all the rights of the trademark owner that come along with it
in which obtained from such registration.*? It is to say that non-use
cancellation scheme is also benefit to urge the registrant to
commercially use the trademarksin order to maintain its legal
protection, as well as to support the public interest by relieving the
imbalance between the shortage of trademark resources and
the strong demand for trademarks.*®

The party who is entitled to file a request for non-use
cancellation against the registered trademark may be anyone or an
aggrieved party whose interest is affected from such existing
registration, depending on the requirement in each country.
According to Article 19 of TRIPs Agreement, it requires that a
registration which could be cancelled only when it has been in an
uninterrupted period of at least 3 years of non-use**. However, in
some countries i.e. India®®, Indonesia’®, they may apply at least 5
years period as from the date of registration to allow the non-use
cancellation scheme.

Ynternational Trademark Association (INTA). “Standing Requirements in
Connection With Non-Use Cancellation Actions" November 13, 2013
http://lwww.inta.org/Advocacy/Pages/StandingRequirementsNonUseCancellati
onActions.aspx (accessed on December 5, 2015)

12 Robin N. Brenner. "Use it or Lose it! Burdens of Proof in Non-Use
Cancellation Actions: A Calll for Balance in the Trademark Laws of Thailand,
Indonesia and India", Cardozo Arts & Entertainment Law Journal.
491.(Vol. 27 Issued 2, 2009)

3 Hui Gao. CCPIT Patent & Trademark Law Office. "Protection of Registered
Trademarks in Non-Use Cancellation Cases in China". January 23, 2015
http://www.lexology.com/library/detail.aspx?g=2c55e192-5ffe-47e3-823b-
cda3c285acab (accessed on July 15, 2016)

“ TRIPS Agreement. Article 19.

> Indian Trademark Law. Article 46.

1% Indonesian Trademark Law. Article 69



In most countries, the non-use cancellation request must be
filed as a petition with the Trademark Office in each country. In
some countries, it is considered as a litigation process that must be
presented as a lawsuit with the Court within particular jurisdiction.

The burden of proof and requirement for standard of proof is
upon each internal regulations of Trademark Law and practice in
each countries, which in some countries, the burden of proof lies on
the petitioners, but in some countries, the trademark owner will bear
such burden. According to some experts' opinions, a tendency of
imposing a burden of proof for such non-using trademark should be
bound by the registered owner, rather than the petitioner.*’ It is very
difficult for any third party who has no access to the facts and
information of the use of trademark to prove its non-use. It was
opined that in case of removing a deadwood from the registry records
as this method of non-use cancellation, such a reversal of the burden
of proof seems to be justified.'®

It is also possible to apply to remove the entire registration in
respect of all list of goods, or only some of the goods or services for
which the trade mark is registered. By cancelling only some of the
goods or services as registered in the application is for the aspect that
only some of goods or services are concerned to be deemed as non-
use as per the ground for revocation, therefore the revocation shall
only relate to those goods or services, not all the items listed in the
application.

3. COMPARATIVE STUDY: NON-USE CANCELLATION
AGAINST TRADEMARK REGISTRATION IN FOREIGN
COUNTRIES

" 'World Intellectual Property Organization (WIPO). Background Reading
!\B/Iaterial on Intellectual Property. 78. (2™ Edition. WIPO Publication, 2008)
Id.



1. The United States of America

The trademark registration and claim for the lawful ownership
approach in the United States of Americas (“US”) is based on the
First-to-Use system. That is to say that basically, any person who
firstly use the trademark is assumed to have the lawful ownership of
the trademark.

The provision concerning non-use cancellation is provided in
the US Trademark Act 1946, also known as the Lanham Act. It
provides that a petition for requesting a non-use cancellation may be
filed, at anytime, by an interested person who believes that he is or
will be damaged if the registration of trademark, which abandoned by
the owner. According to the Court's judgment in case Auburn Farms,
Inc. V. McKee Foods Corps®, the burden of proof is set forth that the
petitioner has to prove only a prima facie evidence that the owner of
registered trademark in question has abandoned the trademark pursue
to the provision of Section 1127.2% Once the petitioner can prove
such prima facie evidences of abandonment, the burden of proof will
be shifted to the trademark owner who bears the duty to rebut that the
trademark is still in use or has intention to resume the use.?

Since the US has the requirement for genuine use, which is
the process that forces the trademark owner to submit evidences
proving the use of trademark within the prescribed periods, in order
to obtain and maintain the registration. Therefore, the abandonment
of trademark, or lack of intention to use trademark by the trademark
owner, can be demonstrated through the act of not providing
statement of use when the time requested. The petitioners who

¥ US Trademark Law. § 14 (15 U.S.C. § 1064).

0 CY N B a ~ 4 vy v 4 PRRTY

BNIUNT ]iTEJ. ﬂfyH7ﬂ75!wnﬂﬂuﬂ75ﬂﬂ‘m‘:!ﬂi]ulﬂ58\7‘”1!75”175?7TWTJEJ!W@WWW/EN!F)SB\?HMWﬂWﬂ?’ZJJ?“K
ATeanmemsA’. NImsiAamans. 737, 14 44 mfui 3. agamnuvunes - TsaRuwumInendesssumans.
fueon 2558 (Aggarin Viriyo. "Problems on Trademark Cancellation on the

Ground that the Trademark Has Not Been Used" Thammasat Law Journal.
737. Volume 44 No. 3. Bangkok : Thammasat University Publishing.
September (2015).) (Citing 51 U.S.P.Q. 2d 1439, 1443 (1999))

1 US Trademark Law. § 45 (15 U.S.C. § 1127).

22 Supra note 20.



request the cancellation based on the claim of such non-use may
easily find these information and evidences from the Registrar's
records. Once the evidences showing abandonment by the trademark
owner is established, then, the trademark owner shall bear the burden
to rebut the allegation by submitting the evidences showing use of his
or her own trademark and/or the intention to continue to use it, which
the evidences shall be in hands if the mark and business regarding
this mark is actually being operated. This process shows that the US
Court does not stipulate too high standard of proof for both
petitioners and trademark owners. Therefore, the burden of proof for
non-use cancellation in US is not too difficult to overcome.

2. The United Kingdom

The United Kingdom (“UK”) is a common law country,
which has adopted a mix of "First-to-use” and "First-to-file" for its
trademark acquisition system to compromise with the common
practice of the rests of the European Community. However, upon the
current situation, due to the result of "Brexit' referendum? on June
26, 2016, there are still remaining of unanswerable questions as to
how UK could stipulate the internal laws in many issues and how this
would affect to trademark registration system. The reason that the
Author has studied this UK trademark law due to the facts that the
first Trademark Act of Thailand B.E. 2475 (1931), was enacted by, at
that time, followed UK trademark law, Trade Mark Act 1905.%
Therefore, the non-use cancellation proceeding in Thailand has its
roots from the UK's trademark law.

Any person may apply for the revocation of the non-use
trademark in UK may be either made to the Registrar with United
Kingdom Trademark Office or Court.”® In the Section 46(1)(a), an

% Brian Wheeler & Alex Hunt, BBC News, "Brexit: All you need to know
about the UK leaving the EU" http://www.bbc.com/news/uk-politics-32810887
(accessed on July 21, 2016). (Citing "It is a word that has become widely used
as a short way of saying the United Kingdom is leaving the European Union by
merging of the two words Britain and Exit".)

% Supra note 20.

2 UK Trademark Act 1994. Section 46 (4).



application for revocation can be made only if a trademark in
question has been registered for at least five years with the earliest
date of revocation being the day following the fifth anniversary of the
registration date.”® This means that the period of five years counts
from the date of completion of the registration procedure, rather than
from the date of filing of the application.?” If non-use is alleged, it is
for the trademark owner to show what use, if any, has been made of
the mark.”®

The UK Trademark Law has clearly stipulated the burden of
proof specifically for the non-use cancellation that the burden must
bear by the trademark owner, not a petitioner. What must be
established is some genuine and commercial use that has been made
of the mark.?® Only offering goods for sales under the mark is suffice,
even if no actual sales can be proved.*® The acts which can describe
as preparatory to launching goods under the mark onto the market
may also be considered as sufficient evidence.®* However, any
commencement or resumption of use which is made within three
months period prior the filing date of non-use cancellation seems to
be disregard as the use of trademark, unless the owner of such mark
can show that there is a preparation for such commencement or
resumption has been began with unaware of the application of
revocation.®® It is designed to prevent the owner from preserving his
mark by hastily starting to make a use of the mark once he knows that
an application for revocation is threatened.*

% UK Intellectual Property Office. "Guidance: Revocation (non-use)
proceedings™
https://www.gov.uk/government/publications/trade-marks-
revocation/revocation-non-use-proceedings > (accessed on May 12,
2016)
% Supra note 3. Page 77.
%8 Supra note 3. Page 78.
2% Supra note 3. Page 78.
z‘l’ Supra note 3. Page 78. (citing Hermes trade mark [1982] R.P.C. 425.)
Id.
%2 Supra note 3. Page 79.
¥1d.



3. Japan

Japan is a civil law country that adopts the principle of first-
to-file system for registration of trademark, which a trademark filed
earlier has priority for registration.®* Under Japanese Trademark Act
1959, there is no explicit provision that genuine use is a requirement
for obtaining and maintaining protection.®

According to Article 50 of Japanese Trademark Law, a
registered mark which has not been used in Japan in connection with
any of the designated goods or services for more than three years in
Japan, the registration is vulnerable to a third party's cancellation
request based on non-use. Any person may file a non-use cancellation
request with the Court in order to request for a trial for rescission of
trademark registration. Like, Japan Patent Office ("JPO"), whenever
has a reasonable doubt as to whether the applicant is currently
conducting the business or whether has any concrete plans to conduct
the business in the future in connection with the designated goods or
services, may file an application to respond to the issue of non-use
trademark.

The burden of proof for non-using of registered trademark is
on the Registrant of trademark. The use in which the Registrant must
provide needs to be used in a manner connecting with each of
designated products or services as applied for registration.*” In case, a
trademark has not been put in actual use but the owners have a
concrete plan to use such trademarks in connection with the goods or
services as applied in future, the applicants must submit a document
certifying that they are conducting or plan to conduct business in
future.

% Supra note 8.
% AIPPI. "The requirement of genuine use of trademarks for maintaining

protection: Japan”. 8 June 2011. http://aippi.org/wp-
content/uploads/committees/218/GR218 japan.pdf (accessed on December 5,
2015)

% Supra note 8.
" Supra note 35. (citing Dale Carnegie, Tokyo High Court decision, 28

February 2001, Heisei 12 (Gyo-Ke) No0.109.)



4. The People's Republic of China

The People's Republic of China is a fast developing country
attracting massive investment from the local and foreign investors,
therefore the legal protection is critically needed for serving the
foreign investors' rights and the preventive measure against potential
infringement which would cause a huge damage to the business of
trademark owner. The First-to-File system is adopted within the
jurisdiction for trademark registration.*® Like in other countries,
Chinese trademark registration is provided on this first-come-first-
serve even if such trademark may have not yet been used in
commerce. However, the registered trademark is vulnerable to be
cancelled by non-use cancellation, which surprisingly most of them
are successful.

The regulation of non-use cancellation is stipulated in Article
49 Paragraph 2. "any organization or individual may request that the
Trademark Office make a decision to cancel such registered
trademark." ¥ Therefore, there is no special limitations on the
petitioner.*® The petitioner can be any person or entities, that may not
have to be an aggrieved person and not required to prove its legal
interest. *  An application for cancellation against a registered
trademark based on non-use in China must be filed with China
Trademark Office ("CTMO"). It is a simple statement that the mark
has not been used for at least three consecutive years prior to the
filing date of the cancellation application. ** In support of the
application, the petitioner can submit the result of a brief internet
search, for instance, a print-out from a popular search engine i.e.
BAIDU, GOOGLE, etc., showing that there is no 'hits' resulting from

%_exology. "Protection of registered trademarks in non-use cancellation cases
in China.http://www.lexology.com/library/detail.aspx?g=2c55e192-5ffe-47e3-
823b-c4a3c285aca5> (accessed on December 5, 2016)

¥ d.

“1d.

*! Trademark Law of the People's Republic of China. Article 49.

“2 Hatty Cui. "Brief review of ‘non-use’ trade mark cancellation proceedings in
China". China Daily. June 14, 2012 http://ipr.chinadaily.com.cn/2012-
06/14/content_15502882.htm (accessed on July 15, 2016)
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a search of the owner in relation to the goods or services under the
disputed trademark.“® Chinese trademark registration is, not only
classify the list of goods according to the class designated by the Nice
Classification, but also dividing the goods or services as applied into
sub-classes. Consequently, the grounds for cancellation can be
sustained for some of the goods or services for which trademark is
registered, it is acceptable that an application request can be filed in
respect of cancelling only partial of designated goods or services.**

After the CTMO accepts the cancellation application and
notifies to the Registrant, the burden of providing valid evidence of
use of the trademark in question in relation to the designated goods or
services rests with the trademark owner.* The Supreme People's
Court opined that the trademark owners need to produce the evidence
that shows ‘public, genuine and lawful' use of the trademark in
commerce.*® Resulting from being able to produce the appropriate
evidences or the justifiable reason for non-use, the registration will be
satisfied to be maintained.*’

4. NON-USE CANCELLATION UNDER THAI LAW

The Trademark Act B.E. 2534 (1991) has provided a
provision for cancellation against trademark registration based on the
grounds of non-using in Section 63. From the Author's perspective
and studying, it appears that the problems of non-use cancellation
proceeding in Thailand that need to be considered are as follows:

1. No Requirement for Genuine Use of Trademark.

“1d.

“1d.

*® Supra note 42.

*® Freshfield Brucks Haus LLP. "Cancelling Registered Trademark in China
for Non-Use". 23 May 2012
http://www.freshfields.com/knowledge.aspx?language=en&region=china&Pag
eSize=70&pageNumber=14 (accessed on April 14, 2016). (citing Dianhong
Phamaceutical Group v. Kangwang (2008).)

" Management, Markets and Legal Consulting Group. "China Trademark Law
: Non-Use Cancellation Actions". HG.org Legal Resources.
http://www.hg.org/article.asp?id=33278 (accessed on July 15, 2016)



There is no requirement for genuine use of trademark that
force the trademark owner to be aware of pushing its registered
trademark in commercial use. Under Thai Trademark Law and the
Board of Trademark's consideration, the registered trademark owner
IS presumed to have used or has the intention to use the trademark
with all of the goods and services as listed in the application at the
time of filing application. This presumption also applies to the
circumstance that if the registrant continues to renew its protection at
the time of renewal. Therefore, it put difficulty on the petitioner to
produce the evidence rebutting this presumption of law, which
provides the monopolization of rights to the first registrant. Giving
the exclusive and absolute rights only to the first registrant, without
assuring that the rights given has been properly utilized, may cause
the abusing of trademark’s functions in sense of not being able to
represent the owners and non-benefit to the trade, and also may
jeopardize the good will of trademark registration system.

2. Burden of Proof for Non-Using of Registered
Trademark.

According to the law and practice in correspondence with the
Supreme court judgment, the concept of burden of proof in Thailand
applied the accusatorial system that "the person who asserts the
matter must prove it". Therefore, under Thai Trademark Law, it is
clearly stipulated that a petitioner who file a cancellation petition
must bear the burden of proof of the alleged non-use of the disputed
trademark. In addition, not only must prove the actuality of non-using
of trademark for at least 3 consecutive years prior to the date of filing
a cancellation petition, but the law also requires the petitioner to
prove that the registrant has no intention to use the trademark
whatsoever. These requirements place too much burden to the
petitioner and contrary to the fact that the petitioner does not have
sufficient access to the required evidences and the truth whether the
registered trademark is used or not. Furthermore, proving the
intention in mind of other person is almost impossible. It has been a
difficult proceeding for the petitioner to bear the obligation of
proving in term of such negative fact. The possibility to prove and



produce the evidences showing the fact of non-use and no intention
to use of trademark is seldom succeeded.

3. High Standard of Proof Required by the Board of
Trademark.

The Board has placed the high standard of proof that strictly
require the petitioner to prove the concrete evidences demonstrating,
beyond doubt, that the registrant never use such registered trademark
and has absolutely no intention to use it. Any proof in which is
produced by the petitioner is repeatedly refused by the Board of
Trademark. The Board mostly claimed and verdict that the evidences
produced by the petition are not sufficient and cannot prove actuality
of non-using of trademark on the registered goods and services of
trademark owner, without the need to consider the registrant's
rebutting evidence. Furthermore, referring to the Supreme Court
Judgment, it was defined that only use of trademark with a short
period of time and small quantity, either in form of test marketing,
clinical trials, or in relation to free promotional goods can at least
show the intention to use the trademark of the registrant. Therefore, it
is very difficult for the petitioner to overcome this requirement.

4. Requirement of Proof for Non-Using on Every Items of
Goods or Services under Registration.

By the interpretation of the phrase "if it is proved that...with
the goods which it was registered™ as imposed under Section 63 of
Thai Trademark Act, the law has set the requirement of proof for
non-using trademark on every items of goods or services under the
registration. Therefore, even though the petitioner is able to prove
the non-use of one item, but not all of those that are registered, the
Board will not cancel such trademark registration and will hold that it
is insufficient to prove the owner of the registered trademark has no
intention to use or, in fact, have never used the trademark in good
faith for such other registered goods. As a result of this requirement,
it is considered that the use in relation to some of the goods is enough
for the registrant to maintain the entire registration and prevail the
cancellation.



5. CONCLUSION AND RECOMMENDATIONS

Where the cancellation for a non-use trademark is so difficult,
there are many effects that may be caused by such problems such as
cluttered registry records or a registered trademark that preserves the
rights to block others from utilizing it. This obstructs later trademark
owners who wish to be protected the under the same registration.
Like, Thailand, the burden of proof lies on the petitioner who has no
access to the facts and information that constitute the use of
trademark. In addition, the high standard of proof required by the
Board of Trademark, to produce the concrete evidences showing the
absolute non-use of trademark as well as the lacking of intention to
use trademark by the trademark owner, has put more burden to the
petitioner. Facing such extreme difficulties when canceling one's
trademark also results in monopoly rights being given to the first
registrant, which may indirectly cause the trademark owner to not be
afraid of losing their registration as well as create unfair competition
to the subsequent users that may not be able to enter into the market
because of the presence of the already existing registered trademark.

Therefore, it is the time for Thailand to seriously consider on
legal measures that could reduce such burden of proof and eliminate
the barrier set by the high standard of proof. The recommendations
are as followed.

5.1 Implement the Requirement for Genuine Use of
Trademark.

The Author opines that the requirement for genuine use could
encourage the trademark owner to rapidly and constantly use the
trademark in commerce in order to obtain or maintain its registration
rights. Like providing in the United States of America, non-
submission of evidences of genuine use when the time is requested
could be a cause to presume that the trademark owner has not used
the trademark in real business. Therefore, this would be a tangible
evidence to prove non-use of trademark. Thailand may consider
adopting the schemes of requirements for genuine use to implement
in Thai Trademark Law.



5.2 Shifting Burden of Proof for Non-Using of Trademark
to Registered Owner

Even though Thailand applies the concept of burden of proof
in Thailand as the accusatorial system that “the person who asserts
the matter must prove it”. However, according to Section 84/1 of
Civil Procedure Code, it also provides the exceptions that a party who
asserts a disputed fact does not have to bear the burden of proof, so
called "Factual Presumption”, which also affirms on the principle of
'Res ipsa loquitur' or 'thing speaks for itself'. Therefore, in case of
non-use cancellation, facts whether the trademark is used or not
ought to be happened in ordinary course of event, which shall be
bound by the owner, who possesses all the evidences and has full
knowledge of use of trademark, not the petitioner. It seems to be
more appropriate to adopt this exception to the Thai Trademark Law
and shift the burden of proof for non-using of disputed trademark
from the petitioner to the owner of registered trademark, like adopted
by many countries i.e. the United Kingdom, Japan and the People's
Republic of China where the non-use cancellation proceedings are
mostly efficient and successful,

However, if, there is some opinions that it is not appropriate
for Thai Trademark Law to change the accusatorial system and the
burden of proof should be bound by trademark owner at the
beginning of non-use cancellation process, at least, it is
recommended to adopt the prima facie principle, like the United
States of America's proceeding. Once the abandonment of trademark
or preliminary cause of non-using were established by the petitioner,
then, the burden of proof will be shifted to the trademark owner to
produce the evidences rebutting that the trademark such non-use was
caused by any special circumstances and justified by the proper
reason.

In addition, providing examples of what could be considered
as "special circumstances™ that justify the proper reasons for non-
using may set the pattern for the Board of Trademark, the petitioners,
as well as the trademark owners themselves to be in the same page of
the definition of use and non-use.



5.3 Eliminate the High Standard of Proof by Applying the
Principle of Preponderance of Evidence (Balance of
Probability)

As the legitimated clause "if it is proved that™ and according
to the Board of Trademark's decisions, the strict requirement has set
the standard of proof very high. The Board usually requests for the
concrete and excessive evidences demonstrating the actuality of non-
use and lack of intention to use of the trademark owner before
rendering its decision to cancel the trademark. This requirement
shows that the Board has put the standard of 'beyond reasonable
doubt’, as commonly applied in criminal cases, to the petitioner.
However, cancellation to revoke a trademark registration based on
non-use of trademark in commerce should have affected only to the
trademark owner's intellectual property rights in senses of business
operation and trading system. This is a private right. Therefore, this
procedure should fall under civil procedure.

Therefore, if the law still affirms to place the burden of proof
on the petitioner, it should eliminate such high standard of proof by
applying the principle of preponderance of evidence or so called
'‘Balance of Probability' to the petitioner. Under this scheme, the
Board may consider the evidences by weighing whether they are
reliable to demonstrate the reasonable facts of non-using of the
disputed trademark. This will allow the petitioner who has the legal
burden to proof have more chance in overcoming the cancellation.

5.4 Allowing Partial Cancellation and Providing Legal
Measure for Limitation of Registration on Unrelated
Goods/Services

Occasionally, many trademark applications have listed many
items of goods or services, it is nearly impossible for the petitioner to
prove the non-use for all items. In some countries i.e. the United
Kingdom, Japan and the People's Republic of China, it is possible for
the petitioner to apply for partial non-use cancellation to remove only
some of the goods or services are deemed to be non-use and concern
with the goods they aim to apply for protection.



In the Author's view, it should be possible for Thailand to
allow partial cancellation, like the proceedings in other countries.
However, in order to prevent occurrence of confusing trademarks,
Thailand should also consider giving the secured legal measures for
the limitation of registration preventing these problems i.e. providing
good public announcements and legal measures to deal with the
trademark’s co-existence. Moreover, Thailand may consider adopting
the sub-classification system as Chinese trademark registration,
which could allow the partial cancellation to revoke only the goods or
services that fall under the same sub-class.

In this thesis, the Author does not aim to force Thailand to
completely change its domestic law regarding non-use cancellation
provisions. But in fact, providing the advantages and goodness of
non-use cancellation proceedings from other countries could
enlighten Thailand to see the significant necessity to eliminate the
obstacles that block the foreign investor to come invest in Thailand
and impede the economic growth. Still, Thailand needs to be careful
in adopting these proceedings and provides the legal measures to be
appropriately adjusted with its existing practice.
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