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ABSTRACT 

A trademark is considered a vital aspect of any business as it is used 
for identifying the goods or services so that consumers are able to recognize such 
goods or services as originating from a particular source through the trademark. 

Everything can be used as a trademark, such as letters, numerals, phrases, colors, 
pictures, symbols, etc., but not everything can be registered as a trademark. One of 
the most essential requirements for registration of a trademark is distinctiveness. 

Distinctiveness is important in the eye of trademark law because a distinctive 
trademark is the tool which creates a connection between the goods or services 
covered under that trademark with the consumers’ perception. According to 
trademark laws, if a trademark is inherently distinctive, then it is registrable. 

However, an inherently non-distinctive trademark may also be registrable if such 
trademark satisfies the requirements of distinctiveness through use, i.e. acquired 
distinctiveness.  

Similar to other trademark systems, Thailand has also adopted the 
concept of acquired distinctiveness. However, there are certain problems in the Thai 
laws and regulations regarding proof of use in order to achieve acquired 
distinctiveness, i.e. problems with the requirements for the proof of use, problems  
with the evidence to prove use, etc. which obstruct the chances of trademark 
registrability on this ground.  

This Article will focus on the general concept of distinctiveness and 
the requirements for proving acquired distinctiveness through use of a trademark by 
using comparative approaches between Thai and foreign laws such as The United 
States of America, Japan and the Republic of Singapore whose trademark laws, 
especially regarding proof of use for acquired distinctiveness, are quite 
comprehensive. This study will be based on the requirements under Section 7 
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paragraph three of Thai Trademark Act B.E. 2534 (1991) as amended by Act (No.2) 

B.E. 2543 (as amended by Act (No.3) B.E. 2559) and Ministerial Regulations for proof 
of acquired distinctiveness together with judgements of the Central Intellectual 
Property & International Trade Court and the Supreme Court by comparing the 
laws, practices from the examination guidelines and the judgements from foreign 
countries. In this way, the Author will discuss the alternatives for improving the 
laws and practices for the proof of use for acquired distinctiveness with the 
expectation that they could increase the chances of trademark registration of 
inherently non-distinctive trademarks in Thailand.   
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บทคดัย่อ 

เคร่ืองหมายการคา้นั้นเปรียบเสมือนเป็นส่วนหน่ึงของธุรกิจ เน่ืองจากวา่เคร่ืองหมายการคา้ไดถู้กนาํไปใชเ้พื่อเป็นช่ือ

เรียกสินคา้หรือบริการ ซ่ึงจะทาํให้ผูบ้ริโภคสามารถท่ีจะจดจาํสินคา้หรือบริการนั้น ๆ ได ้จากเคร่ืองหมายการคา้ ส่ิงท่ีจะเป็น

เคร่ืองหมายการคา้ไดอ้าจเกิดจากคิดประดิษฐ์ข้ึนจาก ตวัอกัษร ตวัเลข วลี สี รูปภาพ และอ่ืน ๆ อีกมากมาย แต่ไม่ใช่ว่าส่ิงท่ีคิด

ประดิษฐข้ึ์นมานั้นจะสามารถรับจดทะเบียนเพื่อเป็นใหไ้ดรั้บการคุม้ครองท่ีเป็นไปตามเง่ือนไขของกฎหมายได ้ตามหลกักฎหมาย 

คุณสมบติัประการหน่ึงของการท่ีเคร่ืองหมายการคา้นั้นจะไดรั้บการจดทะเบียน คือเคร่ืองหมายดงักล่าวจะตอ้งมีลกัษณะบ่งเฉพาะ 

ซ่ึงลกัษณะบ่งเฉพาะน้ีมีความสําคญัเป็นอย่างมากในแง่มุมของกฎหมายเคร่ืองหมายการคา้ เน่ืองจากว่าลกัษณะบ่งเฉพาะเป็น

เคร่ืองมือท่ีสร้างความเช่ือมโยงกนัระหว่างการรับรู้ของผูบ้ริโภคกบัสินคา้หรือบริการภายใตเ้คร่ืองหมายการคา้นั้น ๆ ภายใต้

บทบญัญติักฎหมายเคร่ืองหมายการคา้ เคร่ืองหมายการคา้ท่ีมีลกัษณะบ่งเฉพาะดว้ยตวัเองจะไดรั้บจดทะเบียนเคร่ืองหมายการคา้ 

แต่สําหรับเคร่ืองหมายการคา้ท่ีไม่ไดมี้ลกัษณะบ่งเฉพาะในตวัเอง การได้รับจดทะเบียนเคร่ืองหมายการคา้จะข้ึนอยู่กบัการใช้

เคร่ืองหมายการคา้ภายใตข้อ้กาํหนดเง่ือนไขและคุณสมบติัท่ีใชเ้คร่ืองหมายการคา้ และถา้หากเจา้ของเคร่ืองหมายการคา้สามารถ

พิสูจนค์วามมีลกัษณะบ่งเฉพาะของเคร่ืองหมายการคา้นั้นโดยการใชไ้ดแ้ลว้ เคร่ืองหมายท่ีไม่ถือวา่มีลกัษณะบ่งเฉพาะ ก็จะไดรั้บ

จดทะเบียนและไดรั้บความคุม้ครองตามกฎหมาย 

ระบบการจดทะเบียนเคร่ืองหมายการคา้ในประเทศต่างๆ ทัว่โลก ต่างก็มีหลกัการท่ีคลา้ยคลึงกนัเพื่อใหเ้คร่ืองหมาย

การคา้ต่างๆ รับจดทะเบียนไดไ้ม่ว่ามีลกัษณะบ่งเฉพาะดว้ยตนเองหรือไม่ก็ตาม ซ่ึงระบบเคร่ืองหมายการคา้ในประเทศไทยก็

ได้รับเอาหลกัการการรับจดทะเบียนมาปรับใช้เป็นกฎหมายเช่นกนั แต่ในความเป็นจริง กฎหมายดังกล่าวก็ยงัคงมีปัญหาอยู ่

โดยเฉพาะอย่างยิ่งประเด็นปัญหาในเร่ืองการพิสูจน์การใชเ้พื่อให้เคร่ืองหมายมีลกัษณะบ่งเฉพาะอนัพึงรับจดทะเบียนได้ ซ่ึง

ปัญหาเหล่านั้น ไดแ้ก่ ปัญหาในเร่ืองของคุณลกัษณะสาํหรับการพิสูจนก์ารใช ้หรือประเด็นปัญหาเร่ืองของลกัษณะหลกัฐานท่ีควร

รับฟังเพื่อพิสูจนก์ารใชเ้คร่ืองหมายการคา้ และอ่ืนๆ ท่ีก่อใหเ้กิดอุปสรรคต่อโอกาสท่ีเคร่ืองหมายการคา้จะไดรั้บจดทะเบียน  

บทความน้ีจะพิจารณาในเร่ืองของหลกัการทัว่ไปโดยเฉพาะอยา่งยิ่ง ในเร่ืองของลกัษณะบ่งเฉพาะและขอ้กาํหนดเพื่อ

พิสูจน์ลักษณะบ่งเฉพาะโดยการใช้ โดยผูเ้ขียนได้ทาํการศึกษาเปรียบเทียบระหว่างกฎหมายไทยและกฎหมายต่างประเทศ 

กล่าวคือ กฎหมายเคร่ืองหมายของประเทศสหรัฐอเมริกา ประเทศญ่ีปุ่น และ ประเทศสิงคโปร์ ซ่ึงกฎหมายเคร่ืองหมายการคา้ของ

ประเทศเหล่าน้ีมีหลกัเกณฑ ์เง่ือนไข ท่ีชดัเจนและเหมาะสมท่ีจะนาํมาปรับใชเ้พื่อสาํหรับการพิสูจน์การใชข้องเคร่ืองหมายการคา้

ในประเทศไทย การวิจยัและการวิเคราะห์น้ีเป็นการศึกษาบนพื้นฐานภายใตม้าตรา 7 วรรคสาม แห่งพระราชบญัญติัเคร่ืองหมาย

การคา้ฉบับล่าสุด พ.ศ.2534 (แก้ไขเพิ่มเติม คร้ังท่ี 3 พ.ศ. 2559) และประกาศต่าง ๆ ท่ีออกมาเพื่อขยายความตวับทกฎหมาย 

รวมถึง คาํพิพากษาต่าง ๆ โดยเปรียบเทียบกบักฎหมาย แนวทางปฏิบติัจากหลักเกณฑ์การตรวจสอบและคาํตดัสินของศาล

ต่างประเทศ ซ่ึงในการน้ี ผูเ้ขียนจะนาํเสนอแนวทางการแกไ้ขปัญหาเร่ืองลกัษณะบ่งเฉพาะดว้ยการใช ้ซ่ึงผูเ้ขียนหวงัเป็นอย่างยิ่ง

วา่จะเพิ่มโอกาสในการจดทะเบียนของเคร่ืองหมายการคา้ท่ีไม่มีลกัษณะบ่งเฉพาะดว้ยตนเองในประเทศไทย 

คาํสําคญั: เคร่ืองหมายการคา้, ลกัษณะบ่งเฉพาะ, ลกัษณะบ่งเฉพาะโดยการใช,้ การพิสูจนโ์ดยการใช ้

 

  



 
 

1. BACKGROUND OF ACQUIRED DISTINCTIVENESS IN 
TRADEMARK LAW 

Generally, distinctiveness is one of the key requirements for registrability of 
a trademark in order for it to be distinguishable from other trademarks. According to 
trademark laws, non-inherently distinctive trademarks are not deemed distinctive, 
Thus, such marks require proof of use in order to acquire distinctiveness. For this 
reason requirements for proof of acquired distinctiveness have been implemented in 
order to support the trademark owners, and other concerned persons and establish a 
common understanding so that the same rules are applied to all. 

 To achieve distinctiveness for a non-inherently distinctive trademark, the 
trademark owner has to comply with the provisions described in Section 7 

paragraph three of the Thai Trademark Act and the Ministerial Regulations which 
indicate the requirements for proof of use of a trademark such as the characteristics 
of use, the designated goods or services, length of use and type of evidence. 

However, when the requirements are applied in actual practice, it is found that such 
requirements are not sufficient enough to serve as proof of use for acquired 
distinctiveness and thus day obstruct the chances of successful trademark 
registration.  

2. LEGAL PROBLEMS OF PROOF OF USE CONCERNING 
ACQUIRED DISTINCTIVENESS 

 Upon studying cases of successful and unsuccessful proof of acquired 
distinctiveness, it is observed that the requirements for proof of use for registering 
non-inherently distinctive trademarks under Section 7 paragraph three of Thai 
Trademark Act and its relevant regulations are in sufficient on account as they do 
not clearly specify what constitutes acceptable evidence of use, for example, the 
amounts of evidence required, the types of evidence, the length of use or any other 
significant criteria. 

3. FOREIGN LAWS FOR PROOF OF USE CONCERNING 
ACQUIRED DISTINCTIVENESS  

 It is undeniable for trading and exchanging goods and services across the 
countries. IN-COMPLETE SENTENCE – What is undeniable? Therefore, countries 
have mutually created and agreed upon international rules and regulations to be 
applied as common requirements amongst countries party to said treaties. The 
international rules and regulations have set the minimum requirements for member 
countries to implement in their own national trademark laws.  

The member countries of the World Trade Organization (“WTO”) are 

required to implement their trademark laws based on the minimum standards set by 



 
 

the Agreement on Trade-Related Aspects of Intellectual Property Rights (“TRIPs 
Agreement”) and the Paris Convention. Each member country must have 
requirements on intellectual property, especially trademark law, that is similar to 
each other; however, higher standards above the requirements under the TRIPs 
Agreement may be also implemented if they so choose. The requirements 
concerning acquired distinctiveness are implemented in the national trademark laws 
of member countries, including the United States of America, Japan and the 
Republic of Singapore. 

3.1 The United States of America (“U.S.”) 

For U.S. trademark law, the proof of use for acquired distinctiveness under 
the U.S. trademark system considers the following criteria: (1) prior registration; (2) 
length of use; and (3) actual evidence. Prior registration can be used as evidence that 
the same or similar trademarks, which are registered with adequately similar goods 
or services, and have been successfully registered before. The key to this evidence is 
that the prior registration must be the legal equivalent to the designated registration, 
i.e. the prior registration must be able to create the identical and continuing 
commercial impact such that consumers can understand that the prior registered 
trademark and the pending trademarks are the same mark. 2

1 Also, the prior 
registration must be in full force and effect in order to be acceptable as proof of use. 

Still, proof of prior registration is accepted only as prima facie evidence which 
means it is not a compulsory requirement that the trademark owner has to prove, but 
it is an advantage for the trademark owner seeking to obtain  registration of a non-

inherently distinctive trademark. Regarding length of use, subject to Section 2(f) of 
the Lanham Act, 15 U.S.C. § 1052(f), it is clearly stated that a mark that is used in 
commerce for five years before the date of the claim of secondary meaning is made, 
may be acceptable as prima facie evidence in the course of proof of acquired 
distinctiveness. Like the prior registration requirement, the five-year period of use is 
not a strict rule, in other words, the trademark owner can submit other evidence to 
prove acquired distinctiveness even though the trademark has been used less than 
five years. Another requirement is actual evidence. The purpose of which is proving 
actual use of trademark in connection with the goods or services in the course of 
trade such as affidavits, declarations, letters from longstanding consumers, turn over 
figures or nature and extent of advertising, direct evidence that expressly exhibits 
the predominance of the proprietors’ trademark from  others such as surveys2

 or any 
other evidence that shows the terms of use, way of use, and the ability of 
                                                           
1 USPTO Trademark Manual of Examining Procedure (TMEP) 

<https://tmep.uspto.gov/RDMS?TMEP/print?version=current&href=TMEP31200d1e1003...>ac
cessed 3 May 2017 
2
 J. Thomas McCarthy, ‘McCarthy on Trademarks and Unfair Competition 4th

 ’. West Group. 

2012 McCarthy § 15:70    

https://tmep.uspto.gov/RDMS?TMEP/print?version=current&href=TMEP31200d1e1003...%3eaccessed
https://tmep.uspto.gov/RDMS?TMEP/print?version=current&href=TMEP31200d1e1003...%3eaccessed


 
 

distinguishing the goods or services from others. 4

3 Moreover, circumstantial 
evidence is also acceptable for proving use, for example, long term of use, 
advertising expenditures, affidavits or declarations indicating the source of a mark, 
survey and marketing research and the studies of consumer’s perception. 

3.2 Japan 

Under Japanese trademark law, proof of use for acquired distinctiveness is 
specified in Article 3(2) of the Japanese Trademark Act, there are two requirements 
for proving acquired distinctiveness: (1) use of trademark and (2) the ability of 
consumers to recognize the trademark with the goods or services with a particular 
person. The requirements for proving acquired distinctiveness are clarified in the 
Japanese Examination Guidelines. Use of the trademark can be considered in two 
different ways: trademark aspect and goods or services aspect. For the trademark 
aspect, the trademark used in the evidence must be identical to the trademark in the 
application; otherwise it is not recognized as use.5

4 In some cases, even though the 
trademark in the evidence of use is not identical, it may be deemed as use of the 
trademark if the differences do not affect the identity of the trademark by 
determining the degree of differences in appearance and the actual states of 
transaction of the designated goods or designated services.6

5
 Examples of trademarks 

that are recognized as identical are: (1) the difference in the trademark appears only 
in the describing of vertical writing and horizontal writing; (2) the trademark in the 
evidence and in the application appear in plain characters and the fonts that both 
trademarks used are very similar; (3) the appearance of the three-dimensional shapes 
of the trademark in the application and the evidence has only minor differences. 7

6 
For the goods and services aspect, the designated goods or services in an application 
and in the evidence must be identical in order to be recognized as use of trademark. 

However, the difference of use in the application and in the evidence may be 
deemed acceptable if such differences do not affect the identity of the designated 
goods or services in the application together with the consideration of evidence of 
goods or services in the course of trade.8

7
 Another requirement for proof of acquired 

distinctiveness under Japanese Trademark law is the ability of consumers to 
recognize the trademark with the goods or services of a particular person. The 
recognition of the consumer is determined by the perception of consumers with 
regard to the source of the goods or services throughout the country. The key for 
measuring consumers’ recognition is based on the level of consumers’ awareness 

                                                           
3 USPTO Trademark Manual of Examining Procedure (TMEP) (n1) 21-22 
4 Japan Patent Office, ‘Examination Guidelines for Trademark’ 51 
<http://www.jpo.go.jp/tetuzuki_e/t_tokyo_e/tt1302-002.htm> accessed 9 December 2016 
5 Ibid 
6 Ibid 
7 Ibid   

http://www.jpo.go.jp/tetuzuki_e/t_tokyo_e/tt1302-002.htm


 
 

which can be determined by: (1) the composition and appearance of trademark in the 
application; (2) the terms of use, quantity of use, period of use and location of use of 
trademark; (3) the advertising method, duration, areas and proportion, (4) a person 
who use a trademark either in an application or in evidence, (5) the characteristics of 
goods or services that are used in the course of trade; and (6) the results from 
questionnaires indicating consumers’ awareness of trademark. 9

8
 To prove acquired 

distinctiveness along with the requirements, the trademark owner is required to 
submit sufficient evidence such as: (1) photographs or movies showing use of the 
trademark in the course of trade; (2) business documents such as purchase orders, 
sale receipts, invoices, shipping documents, etc.; (3) all kinds of advertisements 
published by the applicant; (4) articles in general newspapers showing the 
trademarks in applications by either the applicant or other parties; (5) reports from 
surveys of consumers’ perception on the trademark owner’s trademark.10

9 
 
3.3 The Republic of Singapore (“Singapore”) 

 
According to Singaporean Trademark Law, subject to trademark 

registration under Section 7(1) of the Singaporean Trademark Act, a non-inherently 
distinctive trademark can be deemed distinctive if such trademark can acquire 
distinctive character as a result of use. The requirements for proof of acquired 
distinctiveness and examples of acceptable evidence are described in “Evidence of 
Distinctiveness Acquired Though Use” which is the examination guidelines for 
proving acquired distinctiveness. The factors for trademark examination concerning 
acquired distinctiveness are: (1) Period of Use: The longer the use of the trademarks 
grants higher chances to obtain trademark registration.  Regarding the guidelines, 
five years of use together with the proof of extreme sales is generally required. Use 
shorter than five years may still be acceptable if such trademarks are used 
extensively and continuously before the date of application. However, less than a 2-

year period may not be sufficient enough to prove use. 1 1

10 For proof of period of use, 
the evidence should indicate the date of first use with the goods or services in 
Singapore. Moreover, sufficient use must be continuous without any interference. In 
the event that the trademark is transferred, the evidence must show the information 
of the former owner and indicate the date of acquisition;11

 (2) Extent of Use 

                                                           
8 Ibid 53. 
9 Ibid 
10

 Intellectual Property Office of Singapore (IPOS). ‘Evidence of Distinctiveness Acquired 
Through Use’ (Version 1) 2006 
<http://www.ipos.gov.sg/Portal/0/.../6%20Evidence%20of%Use_Nov2015%20v2pdf> accessed 
29 December 2016 
11 Ibid, 5 

http://www.ipos.gov.sg/Portal/0/.../6%20Evidence%20of%25Use_Nov2015%20v2pdf


 
 

(Turnover): Turnover figures are the sale volume of the goods or services under the 
trademark. The larger the turnover the higher chances of the trademark being 
registered. Turnover figures should be demonstrated by classifying goods or services 
in accordance with trademark classifications. The characteristic of goods or services 
is also of concern if they are special or ordinary goods or services because it will 
effect the turnover figures, in other words, if such goods or services are special, the 
number of sales may be lower than the goods or services used for common goods. It 
will be advantageous to the proof of use if the trademark owner presents the nature 
and size of the market and the size of the market share so that it shows the rank of 
the goods or services in the market, if the sales of goods or services become the 
majority in the market, the better chance of registration the trademark owner may 
receive. In some events, turnover figures may not be appropriate for certain business 
such as financial services to prove the extent of use of trademark. Thus, other 
alternatives to prove use of such businesses would be number of account holders, 
investors, branches etc.;12

 (3) Advertising expenditure: Advertising figures include 
any type of advertising or medium such as out-of-home advertising, door-to-door 
advertising or online advertising etc. Such advertising figures should be five or more 
years before the filing date. 1 4

13 The breakdown of advertisements in relation to the 
classification of goods or services is also significant, and the amounts given must be 
in Singaporean Dollars. The samples of advertisements concerning the goods or 
services intended to be registered should be involved.1 5

14 In some cases, only 
evidence of advertising may be acceptable without any proof of sale, for example 
the sale of aircraft usually starts with intensive advertising before an actual sale.1 6

15 
Also, minor and no advertising expenditure may be acceptable, for example, in the 
case of the sale of a special product that is sold in a limited market;16

 (4) Nature of 
exhibits: The exhibits should describe the impact or reflection of the trademarks 
used with the goods or services by specifying the date of use (estimations are also 
acceptable), and must be used as and for the purpose of trademarks. The exhibits 
should declare the date or period of use. The use of the trademark shown in the 
exhibits must be identical to the trademark in the application because if it is 
different, then it may be questioned  whether the trademark in the application has 
acquired distinctiveness on its own or not. Examples of use are: (1) when a mark 
composed of non-fundamental parts of the trademark, such mark may be deemed 
distinctive on its own. The samples of exhibit that are deemed sufficient are articles, 
brochures, catalogues, balance sheets, statement of accounts, annual reports and so 

                                                           
12 Ibid, 6   
13 Ibid, 6 
14 Ibid, 6 
15 Ibid, 7 
16 Ibid, 7 



 
 

forth;17
 (5) Goods or services claimed: The evidence of use must be in connection 

with the goods or services trying to obtain registration, and should reflect the goods 
or services subject to the specifications of goods or services that wish to be 
registered. That is because if such trademarks are extremely descriptive, the registrar 
will intensively consider evidence with the items under the specifications.19

18 
 
4. ANALYSIS ON THE PROBLEMS WITH PROOF OF USE 
CONCERNING ACQUIRED DISTINCTIVENESS UNDER SECTION 7 
PARAGRAPH THREE OF THE THAI TRADEMARK ACT 
 

Generally, the use of a trademark is not a requirement for acquiring 
trademark rights. However, use will be applied as evidence of proving acquired 
distinctiveness in order to fulfill the criteria of trademark registration. 
 

Previously, in the Thai Trademark Act B.E.2534 (1991) (as amended by 
Trademark No.2 B.E. 2543 (2000)), only trademarks “having or consisting of (1) a 
personal name, a surname not being such according to its ordinary signification, a 
name of juristic person or tradename represented in a special manner; or (2) a word 
or words having no direct reference to the character or quality of the goods and not 
being geographical name proscribed by the Minister in Ministerial Notification”, if 
it has been used as trademarks with goods which have been widely sold or 
advertised according to the rule prescribed by the Minister by notification and if it is 
proved that the rules have been duly met it shall be deemed distinctive.” 20

19
   

 
Nowadays, the Thai Trademark Act B.E.2534 (1991) (as amended by 

Trademark No.2 B.E. 2543 (2000)) had been amended in July B.E.2559 (2016).  

Section 7 was also revised by expanding the characteristics of trademarks 
acceptable for registration, especially non-conventional trademarks, i.e. sound marks. 

In addition, proof of acquired distinctiveness was also amended to accept all 
characteristics prescribed in Section 7 paragraph three stating that “trademarks 
having the characteristics under (1) to (11) which have been widely sold or advertised 
in accordance with the rules prescribed by the Minister by notification and if it is 
proved that the rules have been duly met”.21

20 
 

According to the last paragraph of Section 7 of the Thai Trademark Act, 
which describes what the trademark which acquired distinctiveness through use has 
to be prove: (1) the trademarks have been used with goods or services; (2) the 
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19 Thai Trademark Act, Section 7 
20 Thai Trademark Act, Section 7 paragraph 3 



 
 

trademark have been widely sold or advertised; (3) such sale or advertising meets the 
rules prescribed by the Minister.  
 

The rules related to proof of acquired distinctiveness prescribed by the 
Minister by notification for proving uses are mentioned in the Ministerial 
Regulations Re: The requirement for proving distinctiveness regarding Section 7 las 
paragraph of Trademark of Trademark Act B.E. 2534 (1991) as amended by the 
Trademark Act (No. 2) B.E. 2543 (2012) (the “Ministerial Regulations”) 

4.1 Problems on the Registration Procedure 
 

 The main problems of the registration procedure, especially in case of the 
non-inherently distinctive trademark, is that it is time consuming due to the lengthy 
examination process. If the Registrar considers that the trademark lacks of 
distinctiveness, the Registrar may request the trademark owner submit evidence to 
prove acquired distinctiveness. This process takes time because the trademark owner 
needs to prepare sufficient and persuasive evidence, and after receipt of said 
evidence, the Registrar has to reconsider the registrability of the trademark and 
whether the evidence can overcome the requirements for proof of acquired 
distinctiveness or not. Consequently, the long examination term may obstruct the the 
trademark owner from utilizing or seeking some benefits from using such 
trademark.  
 

4.2 Problems on Criteria for Proof of Acquired Distinctiveness 
 

4.2.1. Term of use 
 

Subject to Clause 2(1) of Ministerial Regulations, it is stated that 
“the goods or services has been continuously used with trademark, either by 
distribution, publication or advertising for the moderate term, such trademark 
caused the public in general or in the relevant area to be acknowledged and 
recognized that such goods or services are distinguished from the others.”22

21
  

 
According to Clause 2(1) of Ministerial Regulations, the trademark 

must be used for a moderate term in order to be acceptable as proof of acquired 
distinctiveness. The undefined term is flexible and it seems to be to the advantage of 
the trademark owner to prove use in order to obtain acquired distinctiveness after he 

                                                           
21 Ministerial Regulations Re: The Requirements for proving the distinctiveness regarding 
Section 7 last paragraph of Trademark of Trademark Act B.E. 2534 (1991) (as amended by 
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considers that the trademark is capable of distinguishing goods or services from 
others.  
 

Upon the interpretation of moderate term, the trademark owner may 
consider the term of use by referencing the Trademark Board’s decisions and 
judgements. In Supreme Court Judgement No. 19480/2556, the Court held that “Ten-

year term of use of trademark is deemed as moderate enough to establish the 
acquired distinctiveness of trademark”.2 3

22
 In case of the term of use is less than 10 

years, the Court will determine whether the term of use is enough for creating 
acquired distinctiveness or not. Referring to the Supreme Court Judgement No. 

5403/2551, the Court held that “two years of use is not enough to constitute 
acquired distinctiveness”.2 4

23 Therefore, to satisfy the criteria of term of use, the 
trademark owner is required to submit the strong evidence of use together with 
proof that the trademark is used continuously without any interference. Another 
concern about the term of use is that in case the trademark is very descriptive; a 
longer term of use may be required. 

 
 Upon the proof of acquired distinctiveness, basically, the longer 

use of trademark, the higher chance that the mark will be registrable under acquired 
distinctiveness. According to the Clause 2(1) of Ministerial Regulations, there is no 
specific period of use for proving acquired distinctiveness, but only states that the 
trademark is required to be used within moderate term. Nevertheless, the decisions 
from both the Trademark Board and the Court seem to agree that the acceptable 
term of use may take a long time i.e. ten years24 in order to overcome the 
requirement of proof of acquired distinctiveness. Moreover, it is not clear about the 
length of use that is deemed moderate for the proof of acquired distinctiveness. 

Consequently, it is difficult for the trademark owner to start the registration 
procedure of a non-inherently distinctive trademark upon the requirement of term of 
use because the trademark owner may not know whether the term of use is 
sufficient enough to constitute the registration of the trademark or not.   
 

4.2.2 Use with goods or services 
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Clause 2(2) of Ministerial Regulationsstates that “the distribution, 
publication or advertising of any goods or services shall be deemed distinctive only 
with such goods or services.”26

25 
 

This clause specifies that the proof of use for a trademark with 
goods or services is deemed acceptable only with the goods or services that are 
actually used. This clause, if interpreted strictly, states that if the specification of 
goods or services in evidence and in the application are not identical, the use of the 
goods or services cannot be deemed as evidence for proof of acquired 
distinctiveness.    
 

Therefore, similar goods or services that do not affect to the 
identity of the goods or service in an application are not registerable. This may cause 
a problem to the trademark owner as the trademark owner may desire to start their 
business with limited goods, and then expand their business later, in such a case if 
the goods that are used with the trademark, and the goods that he plans to sell are 
not different, the trademark owner should be able to obtain protection upon 
registration of such goods.    
 

4.2.3 Use of trademark 
Referring to Clause 2(3) of Ministerial Regulations, which specifies 

that “trademark that is proven for acquired distinctiveness according to this 
Ministerial Regulations must be identical to the trademark filed in an application for 
the registration.”27

26 
 

This clause decrees that the trademark appearing in an application 
and in evidence shall be identical; otherwise it cannot be deemed appropriate for 
trademark registration. Examples of determination of use of trademark are 
prescribed in the following judgements: 
 

The Central Intellectual Property and International Trade Court 
Court Judgement No. 9/2560, the Court held that “…the trademark appeared in the 
evidence are different from the trademark specified in the application for the 
registration which is unacceptable to be evidence of this case…” or 
 

                                                           
25 Ministerial Regulations Re: The Requirements for proving the distinctiveness regarding 
Section 7 last paragraph of Trademark of Trademark Act B.E. 2534 (1991) (as amended by 
the Trademark Act (No.2) B.E. 2543)(2012)), Clause 2 
26 Ministerial Regulations Re: The Requirements for proving the distinctiveness regarding 
Section 7 last paragraph of Trademark Act B.E. 2534 (1991) (as amended by the Trademark 
Act (No.2) B.E. 2543)(2012)), Clause 2 



 
 

The Supreme Court Judgement No. 5402/2551, the Court held that 
“…the mark that has been published on the media is different from the service mark 
“SOUTH AFRICAN AIRWAYS.” So, it is not clear whether to assume and accept 
that the service mark of the trademark owner is the service mark that has advertised 
or published that the people widely knows that trademark …” 

 
Evidence of use must contain exactly the same characteristics and 

appearance with the trademarks intended to be registered. In practice, the trademark 
owner may promote its trademark in a partial form apart from the trademark 
registered. Even though, the partial trademark cannot be submitted as evidence, it 
can still lead and imprint on consumers’ perception. Thus, rejection of evidence of 
similar trademarks may cause misconception as to the true duty of a trademark, in 
other words, if similar trademarks still refer to the substance of a trademark it 
should not be denied registration. 
 

4.3 Problems of the Examination Guidelines for Proof of Acquired 
Distinctiveness 
 
 The examination guidelines for proof of acquired distinctiveness are 
specified in Ministerial Regulations that contain substantive requirements for proof 
of acquired distinctiveness these are: the length of use, the territory of use, the 
characteristics of the goods and services, the characteristics of use, and acceptable 
evidence of trademark. The advantage of the examination guidelines is to prescribe 
the details for proof of acquired distinctiveness but when comparing to the 
examination guidelines of other countries; it seems that the Ministerial Regulations 
may not be enough to facilitate proof of acquired distinctiveness. The problems with 
the examination guidelines are relating to inflexible provisions in connection with 
the requirements of identical trademark and identical goods or services for proving 
acquired distinctiveness, the term of use, and lack of examples  supporting 
interpretation except for the examples of evidence. 
 
5. CONCLUSIONS AND RECOMMENDATIONS 
 

5.1 Conclusions 
 
The aim of trademark law is to balance between the benefits of an 

individual and public interests, In order to protect the benefits of both sides, it is 
required that trademark owners register their trademarks. Even though the 
requirements for trademark registration of each country may be different in some 
certain points, such as the use and intent-to-use requirement, the substantial 
requirements are the same, i.e. distinctiveness, non-similarity and not prohibited by 
law. But as discussed, in some cases, the requirements for trademark registration do 



 
 

not accommodate  trademarks that lack inherent distinctiveness, but still can 
perform as a trademark. Therefore, the requirements for trademarks are extended to 
cover trademarks that are non-inherently distinctive. In such cases, the requirements 
and the examination guidelines for proof of acquired distinctiveness play an 
essential role by giving instruction to the trademark owner, the Registrar, the 
Trademark Board and the Court to follow with regard to the proof of acquired 
distinctiveness. 

Despite this upon studying the Thai Trademark Act and its relevant 
regulations regarding proof of use, i.e. the Ministerial Regulations, the Author finds 
that there are some problems with proof of use concerning acquired distinctiveness 
specified in Section 7 paragraph three of Thai Trademark Act and the regulations 
under the Ministerial Regulations. In this regard, upon studying the legal principles 
of use and grounds for  registration for non-inherently distinctive trademarks under 
foreign laws such as the U.S., Japan and the Republic of Singapore, the Author 
would kindly propose that adopting the advantages of proof of use of these other 
countries for use in Thailand would solve the inherent problems with proof of 
acquired distinctiveness and mitigate the problems of use concerning the proof of 
acquired distinctiveness as follows: 

 
5.2 Recommendations 

 
 

5.2.1 To Adopt the Use Requirement for Trademark 
Registration 

 
Regarding the trademark registration process in Thailand, use or 

intention-to-use a trademark before filing the application is not required for the 
registrability of a trademark.  However, upon studying the requirements for 
trademark registration of foreign countries, the Author finds that the use 
requirement benefits the trademark owner as proof of acquired distinctiveness. Even 
though the purpose of the submission of declaration of use for trademark 
registration and the proof of acquired distinctiveness are different, the evidence of 
use for registration may be useful for the Registrar when considering distinctiveness 
based on such evidence, provided that the Registrar can request for further 
submission of evidence to prove acquired distinctiveness and re-examines the 
trademark based on such evidence.  

 
Hence, the Author would kindly recommend applying use and 

intent-to use applications as one of the requirements for registration as use or intent-

to-use requirements can guarantee that the trademark is put into use before 
registration. On this point, use requirements reflect the main purpose of a trademark 



 
 

which is to be used with the goods or services so that consumers are able to 
recognize the goods or services from the use of trademark.  

5.2.2 To Specify the Term of Use and Accept as Prima Facie 

Evidence 

According to the requirement for proof of acquired distinctiveness 
specified in Clause 2(1) of the Ministerial Regulations, the terms “moderate term of 
use” is unclear for the trademark owner to prove use in order to acquire 
distinctiveness through use of such trademark. Because, nowadays, it is not 
necessary to spend a long time to create the ability to distinguishing goods or 
services from others by putting the trademark into promotions and extreme sales 
and advertising campaigns, and by virtue of internet and social media, consumers 
can easily recognize and imprint trademarks with the goods or services rapidly. 

Therefore, referring to the study of foreign trademark laws, especially the U.S. and 
the Republic of Singapore, the terms of use, according to the practices of the 
Intellectual Property Office of Singapore, which is specified in the Evidence of 
Distinctiveness Acquired through Use, indicates that five-years of use is generally 
required for proof of acquired distinctiveness. 2 8

27 And for the US trademark law 
under Section 2(f) of the Lanham Act, 15 U.S.C. § 1052(f) and § 2.14 of T.M.R.P 
specifies that five-years use of trademark can be accepted as the prima facie 
evidence for proof of acquired distinctiveness.2 9

28 Hence, the Author kindly proposes 
that it will be more beneficial for establishing  proof of acquired distinctiveness if 
the term of use is set to an exact amount of time, that is five-years of use of the 
trademark and accept this period as prima facie evidence of proof of acquired 
distinctiveness. However, prima facie evidence performs as a standard of use that 
could be changed if the trademark owner can prove that the trademark is already 
distinctive even it has been used less than five years. 

 
Therefore, the Author would kindly suggest Clause 2(1) of 

Ministerial Regulations be changed to “goods or services which have been 
continuously used with the trademark, either by distribution, publication or 
advertising for at least five years prior to the filing date, and such trademark could 
cause the public in general or in the relevant area to acknowledge and recognized 
that such goods or services are distinguished from others.” 

                                                           
27 Intellectual Property Office of Singapore (IPOS), ‘Trademarks info pack’ (2016) 5 
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accessed 9 December 2016 
28 The Lanham Act, 15 U.S.C. § 1052(f) and § 2.14 of T.M.R.P, Section 2(f) 
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   5.2.3 To Expand the Acceptable Evidence for Proof of 

Acquired Distinctiveness 
 
  5.2.3.1 To Accept Evidence of Similar Goods or Services 

as Proof of Acquired Distinctiveness 
 
   With regard to the Examination Guidelines of Japan, there 
is an exception for acceptable evidence of use of goods or services that are different 
from the designated goods or services if such difference does not affect the identity 
of the specifications of goods as designated in an application.30

29 
 
    In such a case the Author would kindly propose to amend 
Clause 2(2) of Ministerial Regulations to accept evidence of use that contains the 
designated goods or services which are not identical to the specification of goods or 
services in the application. However, the difference of between the designated goods 
or services and the specification of goods or services in an application should not be 
substantial so that they do not affect the identity of the designated goods or services 
in the sense that consumers will still understand that the goods or services in the 
evidence and those designated in applications come from the same origin. Examples 
of evidence of goods or services which should be admissible are those that are in the 
same classification and have almost the same function and appearance, for example, 
ball pen and fountain pen or hostel and hotel where the prices are not so different. 
   

Therefore, the author’s recommendation for the issue of 
limiting the scope of evidence of similar goods or services is to amend Clause 2(2) 

of Ministerial Regulations to “the distribution, publication or advertising of any 
goods or services shall be deemed distinctive only with such goods or services, 
however the use of trademark with similar goods or services may be acceptable if 
the difference does not affect the identity of the designated goods or services”.  
 

5.2.3.2 To Accept Evidence of Similar Trademarks for 
Proof of Acquired Distinctiveness 
 

Regarding the Examination Procedures of Japan, there is an 
exception to accept similar trademarks as proof of acquired distinctiveness if such 
difference does not affect the identity of the trademark.31

30
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In this regard, the Author would kindly propose to amend 
Clause 2(3) of Ministerial Regulations to accept similar trademarks as proof of 
acquired distinctiveness, provided that such difference does not affect the identity of 
the trademark. That means if the trademark appearing in the evidence is not the 
same as the trademark specified in an application, but with only slight differences it 
can be deemed that the trademarks are identical. The acceptable difference could be 
measured by the perception of consumers, so that even if the trademarks are 
different, consumers will still consider that they are the same mark with the same 
source of goods or services. 

 
Examples of similar trademarks which should be admitted 

as identical are: 
(1) The differences between the trademark in evidence and 

in the designated trademark applications are vertical 
writing versus horizontal writing. 

(2) The trademarks are written in two different fonts, but 
the fonts are closely similar to each other, for example, 
“HONEY” (Font: Calibri) and “HONEY” (Font: Arial). 

 
Hence, the Author would kindly recommend the revision of Clause 

2(3) of Ministerial Regulations to “The trademark appearing in the evidence for 
proof of acquired distinctiveness according to this Ministerial Regulations shall be 
identical to the trademark filed in an application, provided that the similarity of the 
trademark in the evidence does not affect the identity of the trademark in an 
application it shall be accepted.” 

 
5.2.4  Amend or Implement Clearer Examination Guidelines 

for Proof of Acquired Distinctiveness   
 
  Upon completion of the comparative study of trademark laws and 
practices of foreign countries, the Author found that not only could appropriate 
trademark laws facilitate proof of acquired distinctiveness, but also that sufficient 
examination guidelines could support both the trademark owner and the Registrar to 
have a common understanding about proof of acquired distinctiveness. Therefore, 
the Author would kindly recommend to revise the Examination Guidelines 
following other recommendations for amending the requirements for proof of 
acquired distinctiveness. 
 
  5.2.5 To Indicate the Reason of Trademark Registrability in 
Trademark Database  

The Author finds it is difficult and not very convenient to search for 
information about trademarks that are registrable through the proof of acquired 



 
 

distinctiveness from the trademark database. Thus, the Author would kindly 
recommend that adding remarks in the database about trademarks that are registered 
by proof of acquired distinctiveness like the trademark databases of foreign 
countries such as the U.S. or the Republic of Singapore. The purpose of the remarks 

are for the benefit of searching and studying the registrability of such trademarks, in 
other words, if such trademarks are registrable based on proof of acquired 
distinctiveness, then people could search for the method of proof or evidence used 
for proof of acquired distinctiveness of such trademarks.  

With regard to the recommendations in this article, The Author does not 
expect to immediately and completely change the Thai Trademark Act concerning 
proof of use for acquired distinctiveness as per the Author’s suggestions. The Author 
aims to indicate that laws and regulations do not accommodate proof of use for 
acquired distinctiveness. As a result, it obstructs the chance of trademark 
registability which may affect economic growth since businessmen cannot seek 
protection for their trademarks in Thailand, although registration is possible the 
registration procedure causes both delay and expense in order to obtain registration. 

In this regard, the Author expects that the proposed recommendations could be the 
guidelines for improving proof of use for acquired distinctiveness. The guidelines 
may not resolve all problems of proof of use for acquired distinctiveness; therefore, 
they should be adjusted to be in alignment with actual practices. 
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